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Not Reported in F.Supp.2d 

Not Reported in F.Supp.2d, 2000 WL 554219 (E.D.La.) 

(Cite as: Not Reported in F.Supp.2d) 



[>In re Papst Licensing, GmbH, Patent Litigation 
E.D.La.,2000. 

United States District Court, E.D. Louisiana. 

In re PAPST LICENSING, GmbH, PATENT 

LITIGATION 

No. MDL 1278. 

May 4, 2000. 

AND ORDER 



SEAR,D 
Backgroi 



On October 13, 1999, the Panel 



Confidential Information under this Protective Order 

prosecution of any patent application on behalf of 
Georg Papst or Papst Licensing, GmbH or any entity 
related to Georg Papst or Papst Licensing, GmbH 



The Non-Papst parties argue that the provision is 
necessary because an unacceptable risl< of inadvertent 
disclosure or misuse of the Non-Papst parties' 
confidential information arises from the participation 
of Papst parties' counsel in patent prosecution 
activities. In support of that assertion, the Non-Papst 
parties provide, among other documents, the 
following: (I) the declaration of Professor Martin J. 
Adelman, explaining a patent applicant or owner's 

by adding additional claims to new. 



ns and distinguishing be 



involve a number of patents and licensing agreements 


(2) a copy of portions of the transcript from a February 


related to computer hard disk drives, Hcensed by Papst 


25, 1999 hearing in the Northern District of Califomij 


Licensing, GmbH and Georg Papst ("Papst parties") to 


in which Papst parties' counsel, Jerold B. Schnayer o1 




Welsh & Katz, Ltd., testified as to a patent applicant oi 


customers ("Non-Papst parties"). 


owner's ability to add additional claims to existing oi 




pending patents so long as the basis of that new clain: 


All parties in the this multi-district litigation 


is not confidential information; and (3) a copy of e 




September 23, 1994 protective order stipulated to b) 




Papst Licensing, GmbH, in its patent infringement sui' 






Non-Papst parties assert that they agree on most of the 










drive patent applications during the pendency of tha 


proposed protective order because the parties differ 


suit and for one year after its conclusion. 


strongly on the issue of whether certain counsel with 




access to confidential information should be able to 


*2 The Papst Parties oppose the adoption of th< 


prosecute related patent applications. 


Non-Papst parties' proposed restriction, arguing that i 




unilaterally and unfairly restricts only counsel fton 


The Non-Papst parties urge the Court to adopt a 


Welsh & Katz without justification. The Papst partie; 




assert that the Non-Papst proposal seeks merely tc 


July 9, 1999, by the district court for the District of 


limit the Papst parties' choice of counsel. In support o: 




that assertion, the Papst parties point out that ths 


following provision: 


proposed provision allows counsel of the Non-Paps 






may be disclosed only to: Outside Counsel for any 




Receiving Party in the Proceeding, except any Welsh 


Accordingly, the Papst parties argue that the onl; 


& Katz attorneys or employees who receive 


hardship the Non-Papst parties would suffer from i 


©2008 Thomson/West. No Cla 


lim to Orig. U.S. Govt. Works. 



Outside counsel of record having access to 
Confidential Information from any party in The 
Litigation, shall not draft, file or prosecute, or assist in 
the drafting, filing or prosecution of new patent 
applications or new continuation-in-part applications 
on behalf of the parties during the pendency of The 
Litigation before this District Court, during the 
pendency oi 



year thereafter. New 



ct Courti 



; applica 



YNl.In re Terra 




:., 134F.3d 




305 fSth 


Cir.1998) (quoti 






i V. Garrei 


•/, 571 F.2d 1323, 


1326 n. 3 



f5thCir.l978ti (fiirther > 



Specifically, "thi 
Jvertent disclosui 


: court must balance the risk 
-e against the risk that the 


ive order will imp 
other party's cl 
ant competmg it 


air the prosecution or defense 
aims."™In balancing these 
iterests, the court seeks to 



information creates "an unacceptable opportunity for 

unacceptable risk of inadvertent disclosure exists, the 
court must consider "the facts on a counsel-by-counsel 
basis, and cannot [make the determination] solely by 
givmg controlling weight to the classification of 



FN4.^.& Steel Corp. v. Uniled S 
F.2d 1465. 1468 fFed.Cir. 1984) . 



:s to protect a party or person from 



requ 


lires thz 


It the party seekin 


ig to protect 


allegedly 




Mential 




good cause fc 


.r such an 




T, The 


good cause requi 
;s that the burden 


rement of R 


ule 26(c') 






show the n 


ecessity for the is 






orde 


!r. The 










as distinguished from 




jotyped 














allegedly co 








conflicts with 






man 


idate oi 


^ Rule 26(b)(n, i 


illowing acce 


:ss to all 



FN6.M at 1468 n. 3. 
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it cautioned tliat it is not appropriate "to disqualify 
""o/lours'T.'^QSThV Toui? 



iel.™The cot 

FN7.50 U.S.P.0.2d 1783 (D.Nev.l998) . 
FN8.&e Mikohi. 50 U.S.P.Q.2d at 1786 . 



"Attorneys who were to view [the plaintiffs] 
voluminous confidential information and then later 
prosecute the patents would have to constantly 
challenge the origin of every idea, every spark of 



ould be required is simply to 



FN9. M (quoting Motorola. Inc v 
Interdigital Technology Corp.. 1994 U.S. 
Dist LEXIS 20714 (D.Del. 1994)). 



technology obtained through the discovery proce 
and explained that "[t]he concern is whether the fin 
involvement in developing a patent prosecut 
strategy will be informed by such information to 
competitors' detriment."^^^ 

FN10.1999 WL 618969 (N.D.I1I.1999\ 



m\\.Interac 



Coupons. 1999 WL 



618969 at *3 . 

¥H\2. 1d. 

VHn. ld. 

Here, after considering the parties' voluminous 
submissions, the determinations of the district courts 

I find that the Non-Papst parties meet their burden of 
showing good cause for the proposed restriction. The 

arguments to the contrary, it is clear that the advice 

preparation and prosecution of patent applications 
related to the patents in suit is an intensely competitive 
decisionmaking activity and would be informed by 
access to the Non-Papst parties confidential 
information. Counsel's ability to file new claims in 



Group. Inc. v H.O.T! Coupons, LLC..^^ the 
Northern District of Illinois court ordered that all 
plaintiffs counsel privy to defendant's confidential 

any patent application for plaintiff relating to the 
subject matter of the patents in suit during the 
pendency of this case and for one year after the 
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proposed restr 
imposed by th 



I find that the Non-Papst parties 



ind have not 


persuaded the C 


ourt that 


the Papst 


larties' ability 




litigate th. 




in this 


nulti-district lit 


igatic 




bstantially 


impaired. 


TiePapstpartie 


:shav 


e stipulated! 


similar r 




nether patent i 


nfrin! 




.and have 




litigate this n 


latter 


for months I 






tnposedbythe 


July! 


), 1999D.C. 


protective 


■ order. 



Accordingly, I find that the Non-Papst parties 
have met their burden of showing good cause for their 
proposed restriction and that the risk of advertent 
disclosure and misuse clearly outweighs the 

litigate this'matter. Nevertheless, because the risk of 
inadvertent disclosure or misuse is identical whether 



confidential information exists. 

Accordingly, 

IT IS ORDERED that the parties shall submh 
jointly to the Court on or before May 24, 2000, a 
proposed protective order, restricting the Papst parties' 

employees, with access to confidential prosecution bar 
materials, fi-om prosecuting, supervising or assistmg 
in the prosecution of any patent application on behalf 
of Georg Papst or Papst Licensing, GmbH oi any 
entity related to Georg Papst or Papst Licensing, 
GmbH pertaining to the subject matter of the patents 
id for or 



is litigation, mcluding 



iR ORDERED that the parties, in 
preparing the joint protective order, shall rely to the 

protective order. 



END OF DOCUMENT 



the patents in suit, the restricti 
for the Papst parties prose 



